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The appellants' invention relates to a reciprocating saw.
An under standi ng of the invention can be derived froma
readi ng of exenplary claim24, which appears in the appendi x
to the appellants' brief.

The prior art

The prior art reference of record relied upon by the
examner in rejecting the appealed clains is:

Hof f man 3, 750, 283 Aug. 7, 1973

The rejection

Claims 24 through 28, 30, 32 through 35, 37, 39 and 41
stand rejected under 35 U. S.C. §8 102(b) as being antici pated
by Hof f man.?

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejection, we make reference to the exam ner's answer (Paper
No. 14, mailed COctober 27, 1997) for the exam ner’s reasoning

in support of the rejection and to the appellants' reply brief

! This rejection was entered as a new rejection in the
Exam ner’s Answer. The exanminer’s rejection based on the
Dillon reference has been withdrawn. (See Letter fromthe
exam ner, Paper No. 17).
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(Paper No. 16, filed Decenber 15, 1997) for the appellants’

argunent s thereagai nst.

OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clains, to the applied prior art reference, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we nake the
determ nati ons which follow.

The rejection in this case is under 35 U S.C. § 102(b).
W initially note that a claimis anticipated only if each and
every elenment as set forth in the claimis found, either
expressly or inherently described, in a single prior art

reference. Verdegaal Bros. Inc. v. Union Gl Co., 814 F.2d

628, 631, 2 USPQ2d 1051, 1053 (Fed. Cir.), cert. denied, 484

U S. 827 (1987). The inquiry as to whether a reference
anticipates a claimmust focus on what subject matter is
enconpassed by the claimand what subject matter is described
by the reference. As set forth by the court in Kalnman v.

Kimberly-dark Corp., 713 F.2d 760, 772, 218 USPQ 781, 789
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(Fed. GCr. 1983), cert. denied, 465 U S. 1026 (1984), it is

only necessary for the clains to read on' sonething
disclosed in the reference, i.e., all limtations of the claim
are found in the reference, or "fully nmet' by it."

In the instant case the exam ner finds that the Hoffman
reference as depicted in Figures 8a-8c discloses the invention
as
claimed (See exami ner’s answer at page 6). 1In regard to the
recitation in claim?24 that the blade is held under tension
between first and second nenbers, it is the exam ner’s opinion
that this | anguage refers to functional |anguage which is not
entitled to patentable weight and if the |language is entitled
to weight, the blade depicted in Hoffman Figures 8a-8c is
i nherently held under tension as clai ned.

We do not agree with the exam ner that the functional
| anguage in claim?24 is not entitled to patentable weight. W

must, and we will give weight to all claimlimtations

i ncludi ng functional |anguage. 1n re Angstadt, 537 F.2d 498,

501, 190 USPQ 214, 217 (CCPA 1976).
As a prelimnary nmatter, we find it necessary to

interpret the term“tension” which appears in the functional
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cl ause of claim?24. W have reviewed the specification and
note that the specification does not specifically define
“tension.” Tension is defined in the dictionary as the state

of being stretched. Wbster’s Il New Riverside University

Dictionary, The Riverside University Publishing Conpany
(1984). The specification states that the bl ade shoul ders 68
and 69 of the blade are forced against ears 45 and 46 and t hat
the blade is urged inwardly because the engagi ng nenber 56 is
forced agai nst the back of hole 66 (See specification at page
6). This engagenent of the blade would result in stretching
or tension on the bl ade.

In regard to the exam ner’s finding of inherency, it

is well settled that the burden of establishing a prim facie

case of anticipation resides with the Patent and Trademark

Ofice. See In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ

785, 788 (Fed. Cir. 1984). Wen relying upon the theory of
i nherency, the exam ner must provide a basis in fact and/or
techni cal reasoning to reasonably support the determ nation
that the allegedly inherent characteristic necessarily flows

fromthe teachings of the applied prior art. See Continental

Can Co. v. Mnsanto Co., 948 F.2d 1264, 1268, 20 USPRd 1746,
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1749 (Fed. Cir. 1991); Ex parte Levy, 17 USPQ2d 1461, 1464

(Bd. Pat. App. & Int. 1990). Hof f man di scl oses a bl ade,
depicted in Figures 8a-8c which is held between balls 218, 222
and 224. Hof fman does not disclose any force exerted by balls
218, 222 and 224 which would result in the bl ade being held
under tension. Hoffman discloses that sleeve 208 itself
confines the bl ade agai nst any novenent in the plane of the
slot (Col. 8, lines 19 through 26). While it is true that
there may be a certain anmount of bendi ng and thereby
stretching of the blade, depending on how the balls engage the
recesses, the exam ner has not advanced a rational e which
woul d establish that this will necessarily be the case. W
not e t hat

i nherency can not be established by probabilities or
possibilities. The nere fact that a certain thing may result
froma given set of circunstances is not sufficient.

Continental at 1269, 20 USPQ2d at 1749 (quoting In re Celrich,

666 F.2d 578, 581, 212 USPQ 323, 326 (CCPA 1981).
In view of the foregoing, we are of the opinion that the

exanm ner has not established a prim facie case of

antici pati on based on inherency. As such, we will not sustain
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the examner’'s rejection as it is directed to claim?24 and
clainms 25 through 28, 30, and 32 dependent therefrom W wll
al so not sustain the examner’'s rejection of claim35 as this
claimalso recites that the blade is held under tension.

The exam ner entered a newrejection of all clains in the
Exam ner’s Answer. The appellants have not argued the
patentability of independent claim33 and clains 34, 37 and 39
dependant therefromin the Reply Brief. The appellants’
argunents are directed to the Dillon reference, rather than
Hof f man on which this rejection is based. Therefore, we are
constrained to affirmthe rejection as it is directed to
clainms 33, 34, 37 and 39.

Appel  ants argue that Hof f man does not disclose that the

saw blade is pulled tight against the first nmenber. The

specification does not include a definition for “pull.”

However, Wbster’'s Il New Riverside University D ctionary,

The Riverside University Publishing Conpany (1984) defines the
verb “to pull” as “to apply force to so as to cause or tend to
cause notion toward the source of the force.” Hoffman

di scl oses and depicts in Figures 8a and 8b that the balls 218,
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222 and 224 are cammed inwardly with respect to slot 202 so
that the nenbers 218, 222 and 224 enter respective recesses of
the bl ade and hold the sanme agai nst novenent out of the slot.
(Col. 8, lines 19 to 22). However, Hoffman does not discl ose
that a force is exerted by the balls on the bl ade which causes
the blade to nove toward any of the balls. As such, it is our
view that the blade is not pulled tight against the first
menber 218 or 220 and 222 as recited in claim41l,

In addition, as depicted in 7a and 7b, Hof fman di scl oses
that the blade is held at hole 192 by pin 178 and that bal
188 frictionally engages the blade. Wile the ball 158 and
pin 178 may cause the blade to nove toward the ball 158 or pin
178, the exam ner has not established that this is necessarily
the outconme of the actions of ball 158 and pin 178.

In view of the foregoing, we will not sustain the

exam ner’s rejection of claimA4l.

In summary, the examner’s rejection as it is directed to

clainms 24 through 28, 30, 32, 35 and 41 is not sustained. The
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examner’s rejection as it is directed to clains 33, 34, 37,
and 39 is sustained.
No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).
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